The University of Huddersfield’s guide to managing IP resources and commercialisation
This guide has been developed to enhance the understanding of the process of commercialising IP originating from University research activities.
What is technology transfer?

Technology transfer is simply the act of making available knowledge and discoveries. It can occur through publications, educating students, conference exchanges and interactions with industry. Technology transfer in relation to IP commercialisation refers to the formal licensing (exclusive or non-exclusive) of the technology to third parties, which may be to existing businesses or to new business entities established for the purpose of exploitation (spin-out companies).

Why would a researcher want to participate in the technology transfer process?

Participation can provide a positive impact offering the potential for societal, environmental and economic benefits, and there is an increasing tendency of government funding agencies to look positively upon grant proposals that involve industry interaction or potential, as well as attracting independently sponsored research activity.

Involvement of course can add to better teaching materials and case studies, as well as supporting the accomplishment of peer recognition, and there are revenue rewards and sharing arrangements for inventors where commercial exploitation is successful.  (See appendix 1: income revenue sharing allocation).

Will I be able to publish the results of my research and still protect the commercial value of my intellectual property?

Yes, but it is important to recognise, however, that patent rights are affected by publication (which can be in several forms such as a lecture, poster, abstract, website description, or other public presentations of the invention). However, simply announcing that you have made an invention is not a “public disclosure” of the invention. The disclosure must be “enabling”, that is, it must teach someone “of ordinary skill in the art” how to actually duplicate the invention.

Patenting therefore may delay any publication and any discussions should only take place where a confidentiality agreement is in place.

What should I do when I identify a potential commercial opportunity?

Whenever you believe that you have discovered something unique with possible commercial value, you should contact your School’s Business Development Manager and/or contact Research and Enterprise for a pre-disclosure discussion. They will advise on the appropriateness of completing the formal Disclosure Form which commences the commercial potential evaluation, (See appendix 2: Disclosure Form template). The Disclosure Form can be downloaded at hud.ac/invention and submitted to invention@hud.ac.uk. This Disclosure Form is a confidential document and helps evaluate the commercialisation suitability and options available.

However, opportunities arising from independent sponsored research will be subject to the contract agreements and are likely to owned by the sponsoring organisation.

How will the Disclosure Form be assessed?

The Disclosure Form will identify the background to the invention including any agreements in relation to funding, collaborators and any background IP utilised, to establish the University’s ownership and encumbrance’s position. Additional analysis will focus on the market potential for applications and their attractiveness and competing technologies, the ability to protect and the current technical barriers and the development level.

The commercialisation evaluation process involves the inventors, School Business Development Managers and Research and Enterprise commercialisation staff to determine whether to progress, request additional data or to decline (at which stage the invention may be assigned back to the original inventors, who will then be responsible for any incurred costs). Feedback will be given if a ‘no-go’ decision is reached.

If successful, a summary document including recommendations shall be produced for presentation to the Innovation Committee. At this stage, additional funds, in the form of Proof of Concept Funds, may be requested to validate any market or technical uncertainties. (See appendix 3: Proof of Concept Funds application template).

What is my on-going involvement?

Your active involvement can dramatically enhance the commercialisation process in identifying candidate companies that have the expertise, resources, and business networks to bring the technology to market. Studies have shown that over 70% of all licenses are executed with commercial entities known by the inventor, so your contacts can be extremely useful.

Once interested companies are identified, the inventors are the best people to describe the details of the invention and its technical advantages. The most successful technology transfer results are obtained when the inventor and the Research and Enterprise commercialisation staff work together as a team to market and promote the use and applicability of the technology. Every effort will be made to make efficient use of your time, as some aspects of the patent and licensing process will require your input and participation.

On-going, your role can vary depending on your level of interest and involvement, the interest of the licensee in utilizing your services for various assignments, and any collaborators with IP interests related to the license or any personal agreements.
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[bookmark: _GoBack]Appendix 2: disclosure form template
INVENTION DISCLOSURE FORM
This Invention Disclosure Form enables the University’s Research & Enterprise IP Team to evaluate new technology with a view to potential commercialisation. It is important you try to include as much information as possible in each section to give the most accurate account of your invention/disclosure and its development.

	R&E Reference:
(Internal)
	

	Date:
	

	Title of Disclosure/Invention:
	



	1.
	INVENTORS:
Name: 
Status: 
Tel: 
Email: 
Contribution:    Inventive   Non-inventive/technical       
Name: 
Status: 
School:
Tel:
Email:
Contribution:    Inventive   Non-inventive/technical       
Copy and repeat as necessary

	2.
	INTELLECTUAL PROPERTY (IP):
1. Description of invention/disclosure:


	
	2. What stage of development has the invention/disclosure reached:


	
	3. Please provide details concerning the scope of the scope of the invention/disclosure; i.e. is it a [potential] platform technology with wide application(s) or more accurately described as an improvement with limited scope?


	
	4. IP Position: Please provide details in relation to any publications similar to your work and details of any competing technologies including relevant search results;

(i) Prior Art: please provide details of any searching carried out (Google Patents, UK Intellectual Property Office, Espacenet etc.)  and where possible, include any results as attachments

(ii) Publications: please provide details of any relevant publications

(iii) Details of any IP applications in relation to the invention/disclosure e.g. provisional patent filing, design registration or trade mark filing;

No information has been found 

	3.
	FUNDING:
What, if any funding was utilised in the development of the invention/disclosure:
(all sources of funding should be listed here; internal and external)
Funding Body:
Type of Funding:
Project Title:
Grant ref:
Date of Award:
Funding Body:
Type of Funding:
Project Title:
Grant ref:
Date of Award:
Copy and repeat as necessary


	4.
	DUE DILIGENCE:
 It is important the University can establish good title of ownership and identify any encumbrances to the invention/disclosure prior to any commercialisation activity.
Please provide full details in relation to the following;
(i) Any 3rd Party* agreements in relation to the invention/disclosure:

Copy and repeat as necessary


(ii) Any disclosures in relation to the invention/disclosure (past or intended); these include but are not limited to academic journals, articles, conference presentations, posters, discussions and meetings.

                     Disclosure type:
                     Date:
                     Comments:
Copy and repeat as necessary

(iii) Any other formal or informal 3rd party rights e.g. rights of evaluation, testing or use in relation to the invention/disclosure.

*3rd party meaning any entity or individual external to the University of Huddersfield

	5.
	COMMERCIAL:
Please provide any details which will assist in the University’s assessment of the commercial potential of the invention/disclosure.
1. What is [in your opinion] the commercial potential/application for this invention/disclosure?

2. What are the advantages and disadvantages of this invention/disclosure compared with the current alternatives?

3. Please give details of any companies who may have an interest in this invention/disclosure, including competitors (please also include any contact details you may have in identified companies);

4. What is the size and value of the market for the invention/disclosure (if known)?




	BUSINESS INVOLVEMENT:

Please advise the inventors’ on-going / expected business intention / involvement? 










Appendix 3: University of Huddersfield Proof of Concept Fund (POCF) application
Proof of Concept Funds – Introduction:
Proof of Concept Funds (POCF), are grants to facilitate the further development and evaluation of promising science and technology pre-commercialisation opportunities, and therefore stimulating the commercialisation of early stage intellectual property emanating from the University of Huddersfield.
POCF is not another source of research funding but funds projects after the completion of the inquisitive research stage. Projects which qualify may include the completion of initial market feasibility studies, basic pre-production prototypes (including small demonstrators), specialist testing and/or demonstration to provide a basic proof of technical feasibility and intellectual property protection.
Applications are sought from University of Huddersfield or research institution faculty. These can be submitted at anytime to the Research and Enterprise office, and favourable applications will be presented for consideration to the Innovation Committee on a quarterly basis.
Intellectual property ownership and exploitation shall be subject to the existing University policy and procedures (see: http://www.hud.ac.uk/services/vco/policiesandprocedures/).
Application Guidelines:
In order to provide a comprehensive application, when completing an application please consider the following:
Project description:
Does the application provide a current status summary and a detailed concept development description?
How would the POCF move your idea towards the market? Will further funding or evaluation be needed after the POCF?
What are the key risks and uncertainties that could affect the outcome of the project?
Market data:
Who may be suitable industry partners for commercialisation? 
Who are you already in contact with and what level of discussion is underway? 
What is the competitive advantage the proposition will bring?
Any macro market data such as market size, geography, growth (drivers), competition, product development industry cycles and supply chains.
IPR status / prior art review / disclosure status:
Has an invention disclosure form being completed?
Are there other known competing technologies with similar market advantages?
Are there any complementary technologies which if integrated would enhance the product value proposition?
	Name of applicant(s):

	

	Contact details: (email & telephone no.):

	

	Name of Academic School or Institute:

	

	Date Submitted:

	



	Project Title:



	Project Abstract: (To be used in the public domain and does not prejudice any project IPR in any way. 100 words max)















	Type of cost (non-staff only)
	How will funds be used?
	£ (maximum)

	Equipment
	
	

	Subcontracting
	
	

	IPR costs
	
	

	Other 
	
	

	Total
	
	



	Key Milestones: (SMART objectives)
	Expected completion date:

	
	

	
	

	
	



Internal (R&E) use only:
	Date (Innovation Committee):

	

	Approval/non-approval:

	






	Project proposal (description):




























	Market data:














	IPR status / prior art review / disclosure status:
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Total Income

Cash Income 0-25,000 up to 100,000 over 100,000
e.g. License
Inventor 75% 50% 25%
School 12.50% 25% 37.50%
University 12.50% 25% 37.50%
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Equity

In general, there will be partners and investor in any Spin Out company and their financial and expertise input would be recognised as equity

Revenue from the Spin Out / Joint Venture would not normally be subject to any other revenue sharing arrangments

e.g.SpinOut, |Investor1 X% ) Equity % splits will vary
Investor 2 X% ) based on Investment Size
University X% to be splitas Inventor 40 ) and IP Value
school 30
University 30
e.g. Joint Venture |Company 1 X% ) Equity % splits will vary based
University X% to be splitas Inventor 40 ) on Investment Size and IP Value
School 30
University 30





